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INTRODUCTION 
 
 For brevity, some of the comments below are terse. 
 
  In some cases, there is no specific suggestion. Instead, an issue is identified as an area 
for possible consideration by the subcommittee. 
 
 Some of the principles underlying these submissions are: 

• Access to justice. 
• Reducing the cost to litigants. 
• Avoiding delay. 

 
 If the subcommittee wishes to look for more ideas concerning “global review”, it might 
examine (1) the recently revised rules of several of the provinces and (2) some US sources. A list 
of some sources is at page 8 of these submissions. 
 
 To avoid any misunderstandings, these are my submissions and not those of my law firm. 
The firm may or may not agree with my views. 
 
 
SUBMISSIONS
 
1 Nature of Global Review 
 
The present phase of global review is policy oriented. This should attract a considerable number 
of submissions. When the subcommittee issues draft rules, even more comments will arrive. 
 
 
 
2 Pleadings 
 
Pleadings open the door to the judicial system. Our system requires that material facts be 
pleaded.  
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Injustice may occur with material fact pleading if the pleader does not know all of the pertinent 
facts. A person cannot engage the system without material facts because the scope of discovery 
is limited by the pleadings and the “no fishing” rule. This lets the opposite party hide information 
because it has not been pleaded. 
 
A vicious circle may occur. It is improper to plead facts if the pleader has no reasonable basis to 
believe that the facts exist. But, unless pleaded, the pleader has no way to explore the facts. (If I 
don’t know it, I can’t plead it. And, if I can’t plead it, I’ll never know it.”) 
 
An example is the infringement of a method patent behind locked doors. The patent owner may 
suspect infringement but have no proof.  An equitable bill of discovery may not be available. 
 
I have a comment and a suggestion. The comment is that “notice pleading” would solve the 
problem because on discovery a party could search for facts. The suggestion is that 
“enlightened” case management may provide the answer. 
 
I doubt that notice pleading will be attractive to the subcommittee. Among other things, it opens 
the door to wide discovery. But please think about it. Perhaps notice pleading coupled with close 
case management of discovery would work. Or the rules could retain material fact pleadings but 
permit an appropriate form of court ordered pre-action discovery. 
 
 
 
3 Pleading Patent Infringement 
 
The next pleading issue does not require a rule change. It is noted only because it is still an issue 
for the Intellectual Property (IP) profession. Possibly a practice direction would suffice by 
teaching IP lawyers how to plead and thereby obviate pleadings motions. 
 
 
The pleadings issue is: How to plead a case of patent infringement? 
 
Bertelsen v. Automated Tank 2011 FC 1219 (appeal discontinued on 22 Nov 2011 in file A-390-
11) focuses the issue. May a party plead patent infringement using the language of the patent 
claims?  
 
It is insufficient to allege that a defendant infringes claims 1, 2 and 3 of a patent. It is insufficient 
to copy the language of the claims into the statement of claim and make the same bald allegation. 
 
It should be adequate to identify the allegedly infringing process or product and to use the 
language of the claims to describe the attributes of the allegedly infringing product or process.  
The Bertelsen pleading does not appear to have done this but it did come very close.  
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A pleading should be fine if it (1) identifies and then (2) compares the allegedly infringing 
process or product with the language of the patent claims. Other than construction, the patent 
infringement analysis is a comparative process. In fact, that is how most patent cases are pleaded. 
(Monsanto v. Schmeiser 2004 SCC 34 at para. 30) 
 
 
 
4 Discovery 
 
Here are several comments about discoveries. 
 

• First, the test of relevance for document discovery in Rule 222(2) should be the same for 
an examination for discovery under Rule 240(a). Under the present system, we use 
examinations for discovery to ferret out the documents not produced under Rules 222(2) 
and 223(2) (a). 

 
• Second, the test for relevance on discovery needs to be tightened. We live in a world 

where much of our communication is preserved as “electronically stored information” or 
ESI. (The Sedona Principles are designed to address ESI.)  The old Ontario “semblance 
of relevance” test was too lax as is the Peruvian Guano test.  Identifying the problem is 
easy. Creating a new word formula for a revised relevance test is difficult. It may be that 
the combination of (a) a new relevance test and (b) pre-discovery case management will 
provide a solution of sorts. 

 
 I agree with those of the view that a party to an action should not be solely 
 responsible for the documents that it produces. There is too much room for 
 hedging. An opposite party must have a right to make its own document enquiries but 
 without being burdensome, a nuisance or simply difficult. 
 

• Third, we need to find a way to better conduct discoveries. Ideally, a judicial officer 
would sit through all discoveries and make rulings in real time. An alternative is the 
availability of a judicial officer to take telephone calls to resolve discovery disputes. 
Sometimes just a few comments from a prothonotary can set the parties right. 

 
 The present system of memorializing everything on paper, generating endless lists of 
 outstanding discovery questions, writing “little legal memos with case law” on tens of 
 issues and then appearing in court to argue a refusals motion is wasteful of resources 
 and money. This is craziness. The relevant rules are 95, 97 and 242. Use of Rule 95(2) is 
 to be encouraged. 
 
 Two pages of a 25 page set of discovery refusals are attached to illustrate this point. The 
 questions are real but the details have been changed to disguise the case. See Appendix 
 “A”. 
 
 



 4

• Fourth, the subcommittee should consider whether examinations for discovery should be 
time limited and extended only by court order.  This will force parties to identify their 
most important questions. My fear is that a time limit may encourage a difficult party to 
be obstructive and thus to “chew up” discovery time. Sadly, this is yet another reason for 
closer judicial supervision of discoveries. (viz., real time supervision by a judicial officer) 

 
• Fifth, in some intellectual property cases, it is useful to see the allegedly infringing item. 

Other than inspection motions under Rule 249, Rule 91(2) (a) and Form 91A are 
available and useful. Rule 91(2) (a) refers to “all documents and other material”. Form 91 
(Direction to Attend) uses the clearer expression “documents and things”.  I suggest that 
Rule 91(2) (a) be amended to employ the expression “documents and things” for 
conformity with Form 91. 

 
• Sixth, there is the problem of getting non-party witnesses to cooperate with counsel 

before trial. This is an access to justice issue. (There is no problem at trial because a 
subpoena can be issued under Rule 41.) I think that the time has come to loosen up Rules 
238 and 239. My experience has been that many witnesses do not “want to be involved” 
and are uncooperative. Others have signed agreements forbidding voluntary cooperation 
subject to an exception for court orders. I would like to see Rules 238 and 239 changed to 
permit pre-trial examinations of witnesses without the strictures of Rules 239(5). I 
suggest further that Rule 238(3) (c) be deleted.  I am not sure how other provinces handle 
this issue. It may be worth examining the rules of other courts. 

 
 Rule 239(5) is a gift to those who like to object. When is a question cross examination? If 
 there is a hearsay exception, does the rule against hearsay still apply? Does the question 
 really call for hearsay? 

 
• Seventh, on balance, I am not inclined to permit parties to have both oral and written 

examinations for discovery. A written discovery is a writing exercise for lawyers. 
 
• Eighth, I do not see a need for discovery plans. Leave it to the case manager to ask for a 

plan if it seems necessary. Discovery plans need not be formalized. 
 
 
 
5 Case Management 
 
Case management works. By putting lawyers under deadlines, cases normally proceed at a better 
pace. Deadlines focus the mind. Case management moves cases along to trial in a timely fashion. 
 
The subcommittee may want to either (a) expand or (b) better define the role of the case 
manager. Rule 385(1) (a) is quite short. In that respect, reference might be made to Ontario Rule 
77. See Rule 77.08 in particular. 
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There is a need for informality where appropriate. A motion record should not be required where 
a letter will suffice. Rule 55 permits a court to vary a rule in some circumstances. See also 
Ontario Rule 77.07(4). Motion records cost a lot of money to prepare. 
 
 
 
6   Evidence and Trial Management
 
Does the subcommittee wish to include a rule or rules to resolve as many evidentiary disputes as 
possible before trial? 
 
This topic is in the bailiwick of the trial judge and is likely not for the case manager. The points 
below can be raised at a pretrial conference or conferences. (Rules 263, 270) 
 
First, evidentiary issues ideally should be decided before the trial to avoid interrupting a trial 
with issues of admissibility. The Federal Court Rules have a number of provisions designed to 
achieve that end. See Rules 275, 285 and especially Rule 286. Rule 286 is very expansive.  In 
addition, the court may resort to s. 40 of the Canada Evidence Act if required. 
 
Second, agreed books of documents should be encouraged and settled before the trial. Likewise, 
an agreed statement of facts is useful recognizing that an agreed set of facts may, in some cases, 
deprive the trial judge of some of the background to a case. 
 
 
 
7   The Appellate Escalator 
 
In the Federal Court, everything is appealable to the Federal Court of Appeal. 
 
Although beyond the jurisdiction of the Rules Committee, section 27 of the Federal Court Act 
should one day be amended along the following lines: 
 

(a) Leave to appeal an interlocutory judgment of a judge of the Federal Court to the 
Federal Court of Appeal must be obtained from the Federal Court of Appeal by way 
of a motion in writing with discretion for the court to ask for oral argument. 

(b) The only exceptions to item (a) above are (1) interlocutory injunctions and (2) interim 
receivership orders. In these cases, the right of appeal is preserved. No leave is 
needed. 

 
 
 

 
8  Costs 
 
Despite the discretion vested in the court by Rule 400, we have a “loser pays” system. Costs 
follow the event and are paid by the unsuccessful party. This is the so-called “English Rule”. 
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My understanding is that Quebec is considering abandoning this system. (Quebec Official 
Publisher, 2011, Draft Bill to enact the new Code of Civil Procedure at Articles 336 to 341. 
Hereafter Draft Quebec CPC Bill.) 
 
Does the subcommittee want to increase “access to justice” by adopting the proposed Quebec 
approach? 
 
 
SUBMISSIONS REGARDING THE ISSUES IDENTIFIED BY THE 
SUBCOMMITTEE 
 
 
 
The involvement of the courts in proceedings (court led vs. party led procedure)
 
As noted, case management works. 
 
Lawyer culture has brought case management to us.  It is a sad day when the control of litigation 
is taken away from lawyers and transferred to the courts. That day has arrived. Even lawyers are 
enthusiastic supporters of case management because they are weary of endless discoveries, 
lengthy discovery refusals motions and other impediments to an early trial. The courts have had 
to step in to remedy a lawyer created problem. 
 
There is a concern that the funding for and size of the judiciary may be insufficient for wholesale 
case management. 
 
 
The court’s authority to control abuse. 
 
Agreed. Include a rule. 
 
See articles 51 – 56 of the Draft Quebec CPC bill. 
 
 
Judicial Determination versus alternative disposition (trial vs. disposition)
 
There is no reason to have trials unless necessary. Alternative disposition should be employed 
where appropriate. (e.g., Rules 215(1), 216(5), (6)) 
 
We have lived for years with Rule 221 whereby actions may be dismissed on the pleadings. 
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Proportionality 
 
Proportionality is a great idea.   
 
On a broad scale, I know what it means. 
 
My problem is that I do not know how to apply it in a specific case. What does “proportionality” 
mean?  Much case law may be required before we figure out the meaning and scope of 
“proportionality”.  
 
See Ontario Rule 1.04(1.1). 
 
Practice Directions 
 
First, the court website perhaps needs a re-design to make it easier to find practice directions.  
 
Second, I am not aware of any practice direction that should become a rule.  
 
One size fits all vs. specialized procedures
 
With case management, I do not think that we need to consider specialized procedures. (e.g., for 
IP cases)  Case management permits fine tuning not available with specialized rules. 
 
We already have some specialized procedures as found in Part 13 of the rules for Admiralty 
Actions. 
 
The architecture of the rules
 
The rules should be re-organized along the lines of the Ontario rules. An early version of the 
1998 Federal Court Rules was well organized but that organization was later abandoned. 
 
The Nova Scotia website (reference below) is easy for a lawyer to use. 
 
Other Topics 
 
See above under the heading “Submissions”. 
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Possible Resources for the Subcommittee 
 
Draft Quebec Bill – Code of Civil Procedure 
 
http://www.justice.gouv.qc.ca/english/ministre/paj/procedure-a.htm 
 
http://www.justice.gouv.qc.ca/english/ministre/paj/procedure-a.htm#message 
 
 
 
Institute for the Advancement of the American Legal System 
 
http://www.du.edu/legalinstitute/pubs/pilot_project_rules.pdf 
 
http://www.du.edu/legalinstitute/pubs/civil_caseflow_management_guidelines.pdf 
 
 
Alberta Rules 2010 
 
http://www.qp.alberta.ca/1125.cfm 
 
 
BC Rules 2010 
 
http://www.bclaws.ca/EPLibraries/bclaws_new/document/ID/freeside/168_2009_01 
 
 
Nova Scotia Rules 2009 
 
http://www.courts.ns.ca/rules_and_forms_2011/rules_and_forms_index_11_02.php 
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APPENDIX “A” 
 

QUESTIONS REFUSED 
 

From the October 7-9, 2011, October 24, 2011 and November 3, 2011  
Examination for Discovery of JOHN SMITH on behalf of XYZ, Inc. and ABC 

Corporation. 
 
 

Item 
# 

Q# Question Answer/Position 

52 49 [Was XYZ incorporated] about ten 
years after the Plaintiffs were aware of 
the BUBBALOO trade-mark 
registration? 

Refused - argument 

55 69 Who reviewed the Request for 
Documents, other than [John Smith]? 

Refused – not relevant, 
unnecessary 

56 70 What [did] the Plaintiffs [do] upon 
receipt of the Request for Documents 
in order to determine whether they 
had any of the documents that were 
requested? 

Refused – not relevant, 
unnecessary 

57 71 Whose decision was [it] not to provide 
the documents that were requested? 

Refused – not relevant, 
unnecessary, argument 

58 82 To inquire [how many of the 
individuals that are sought to be hired 
or employed by XYZ will be in the 
construction field] 

Refused – unreasonable, 
unnecessary, onerous 

59 84 [Have] any of the individuals who are 
being hired [by XYZ  in connection 
with the construction field been 
advised or will be advised as to the 
existence of this lawsuit? 

Refused – not relevant 

473 2075 To inquire how the Globe and Mail 
became aware of [the present] issue 
or dispute [referred to in Plaintiffs’ 
document 123 - - Globe and Mail 
article entitled “XYZ  Corp. has a 
BUBBALOO of a problem.” 

Refused – unnecessary  

474 2084 To inquire whether [George Carter’s 
October 2011 visit to Vernon, BC ] 
was the first time that anyone from the 
Plaintiffs or on behalf of the Plaintiffs 
had attended at a BUBBALOO retail 
operation. 

Refused – litigation privileged  

475 2086 To advise if there any other videos Refused – litigation privileged  
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that have been taken of Defendants’ 
BUBBALOO stores 

476 2089 To produce any documentation, 
correspondence, emails, memos or 
reports in relation to [ George Carter’s 
October 2011 visit to the Defendant’s 
BUBBALOO store] 

Refused – litigation privileged  

477 2090 To the extent there have been any 
attendances at or investigations of the 
Defendants’ BUBBALOO stores that 
haven’t been produced as part of this 
litigation, to produce them 

Refused – litigation privileged  

479 2099 To advise if the Plaintiffs have any 
information that the operation of 
Hammer & Tong is known to 
Canadians 

Refused – not relevant 

483 2110 Have there been any other surveys 
conducted in connection with this 
litigation [other than the Brown 
confusion survey shown as Plaintiffs’ 
document 111] 

Refused – litigation privileged  

 


